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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/ are: a)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 
The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobvlousness. 

1 . Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Nakagawa (JP 2000-129037, English translation provided) in view of Nakamura (US 

6414073). 

Nakagawa discloses rubber compositions for tires comprising 100 pts by weight, 
or mass, styrene-butadiene resin (A) which has a MW of 4*1 0^^5-3*1 0'^6, a bound 
styrene content of 10-50 wt% and an amount of bound vinyl butadiene moiety of 20- 
70% (abstract), as required by resin (A) of claim 1. The composition further comprises 
10-300 parts by wt, or mass, of a hydrogenated styrene-butadiene copolymer (B), with a 
MW of 5*10'^3-2*10'^5, a bound styrene content of 25-75 wt% gnd 60% or greater of 
hydrogenated double bonds (abstract), as required by resin (B) of claim 1 . The amount 
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of bound styrene (B) is greater than the bound styrene of (A) + 10 (abstract), as 
required by claim 1. 

Nakagawa does not include the use of a resin having a MW of 1 ,000-50,000 In 
the rubber composition, as further required by claim 1. 

. Nakamura discloses pressure sensitive rubber adhesives. Said adhesives 
further comprise a tackifier, in order to Increase the tackiness of the rubber composition. 
The tackifier is added in an amount ranging from 20-150 parts per 100 parts rubber and 
may be a terpene-phenol resin (Column 4 lines 24-34) such as YS POLYSTAR T1 15 . 
(Ex 2), which is disclosed on pg 15 line 35 to be useful in Applicant's invention. Since 
the polymer is disclosed to be used by the Applicant it is the Examiner's position that the 
MW and softening point are inherent in the polymer. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Nakagawa the use of a terpene-phenol resin tackifier, as taught 
by Nakamura, in order to increase the tackiness of the rubber composition. 

The composition set forth above thusly meets all the limitations of claims 1,2,3, 
4, 6, 15, 16, 17, 18 and 21. The amount of bound styrene (B) may be greater than the 
amount of styrene (A) + 15 (claim 6 of Nakagawa). as required by claim 5, claims 7-14 
are drawn to optional components and are thusly rejected. Nakagawa further discloses 
the use of carbon black [0020], as required by claims 19 and 20. 
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2. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakagawa in view of Sasal^a (US 61 86204). 

Nakagawa discloses rubber compositions for tires comprising 100 pts by weight, 
or mass, styrene-butadiene resin (A) which has a MW of 4*10'^5-3*10'^6, a bound 
styrene content of 10-50 wt% and an amount of bound vinyl butadiene moiety of 20- 
70% (abstract), as required by resin (A) of claim 1. The composition further comprises 
10-300 parts by wt, or mass, of a hydrogenated styrene-butadiene copolymer (B), with a 
MW of 5*1 0'^3-2*1 0'^5, a bound styrene content of 25-75 wt% and 60% or greater of 
hydrogenated double bonds (abstract), as required by resin (B) of claim 1 . The amount 
of bound styrene (B) is greater than the bound styrene of (A) + 10 (abstract), as 
required by claim 1 . 

Nakagawa does not include the use of a resin having a MW of 1 ,000-50,000 In 
the rubber composition, as further required by claim 1. 

Sasaka discloses rubber tire compositions. Said compositions further comprise a 
softener in order to increase controllability and ride comfort of the tire product (Column 7 
lines 13-23). The softener is 20 parts, or more, per 100 parts of the rubber composition 
(Column 8 lines 66-67), wherein 5 to 55 parts by weight may be a terpene-phenol resin 
having a softening point of 70-130C (Column 9 lines 1-26). 55% of 20 parts is 11 parts 
of said terpene-phenol resin in the rubber resin, meeting the range limitations of claim 
18 and the Examiner notes that use of "20 parts or more" would encompass more than 
1 1 parts by weight terpene-phenol resin. Since the softening point meets the 
requirements of claim 17, and since the softening point is directly related to the 
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molecular weight, it is the Examiner's position that the molecular weight inherently lies 
within the range required in claim 1. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Nakagawa the use of a terpene-phenol resin; as taught by 
Sasaka, in order to improve the controllability and ride comfort of the tire. 

The composition set forth above thusly meets all the limitations of claims 1,2,3, 
4,6, 15, 16, 17, 18 and 21. The amount of bound styrene (B) may be greater than the 
amount of styrene (A) + 15 (claim 6 of Nakagawa). as required by claim 5, claims 7-14 
are drawn to optional components and are thusly rejected. Nakagawa further discloses 
the use of carbon black [0020], as required by claims 19 and 20. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia M. Toscano whose telephone number is 571-272- 
2451 . The examiner can normally be reached on Monday to Friday 8:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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